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INTELLECTUAL PROPERTY

@ China's IP

- In foreign eyes

hina would do more to pro-
C tect IPR and combat piracy
by promoting the use of legal
software, China’s Commerce Minister
Chen Deming told reporters Ameri-
can officials a the U.S-China Joint
Commission on Commerce and Trade
meeting promised to address China’s
demands for greater exports of U.S
high-technology products and to fa-
cilitate more Chinese investment in
the US. (China tells US. it will im-
prove IP protection, by Reuters)
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Comment:

IPR has been an important is-
sue in Sno-US trade. In recent
years, China has made great efforts
in IPR protection. China is steadfast
for IPR protection, which is not
forced by pressure from outside, but
for its own needs.
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(by Correspondent Wang Weiwei
from Canada)
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Taiwan “NENE” fails to curb trademark registration

P R b 2 A L I

he case lodged by | Lan

Foods Industrial Co., Ltd (I

Lan) challenging the Trade-
mark Review and Adjudication
Board (TRAB) under the State Ad-
ministration for Industry and Com-
merce was rejected by Beijing No.l1
Intermediate People’s Court on De-
cember 11. The court ruled in favor
of Taobao, China’s largest internet
retail platform run by Alibaba, over
the trademark dispute case.

The plaintiff clamed that | Lan
has owned over 2100 registered
trademarks in China’s mainland, 417
of which relate to the Chinese char-
acter “[”. Taobao filed “/A=HEIE"
and its figures for registered trade-
mark and acquired the registration
approved by TRAB in 2004. | Lan
maintained that “VEZHEAE” and its
figures were similar with their regis-
tered trademark “Hf:Hf” and used in
the same service which would mis-
lead the public and injure its trade
name right. Then | Lan requested
the TRAB to revoke the registration
of the trademark.

The court held that the

trademark “VE FHEHE” was not
smilar with | Lan’s registered
trademark  “HE:HE”. Although the

trademark in question includes the
registered trademark  “ it HE 7,
Taobao and Alibaba have enjoyed
high reputations in the public and
there is an exclusive correspond-
ing between Taobao and Alibaba.
As a common expression, “HEHE”
has lower distinctiveness than that
of Taobao. Public would not be
led to believe there is a certain
association between VA FIENE”

and the plaintiff’s registered
trademark “Hf:H:”. The court re-
jected the appeal and sustained
the TRAB’s original judgment.
The disgruntled | Lan then made
clear that it would continue its
appeal .

The battle for the trademarks
dated back to five years ago
when Alibaba’s another trademark
“BRf EBHEHE " acquired the registra-
tion in Taiwan in 2007. In 2009,
I Lan challenged the trademark on
the ground of similarity with ther

registered trademark “FEHE” and
sought  rgjection  of  registration.
Then the trademark [ B AT AT

was revoked in Taiwan.

The two trademarks owned by
Alibaba had different judgements at-
tributed to the different jurisdictions
between Taiwan and the mainland.
The word “¥ 5" condtituted the
main part of “JE=EHEFLE”. In that
case, when the public saw the
trademark & S HEHE ", the first
thought brought to mind was
Taobao’s website. The key point to
define the trademark infringement
was whether the trademark in ques-
tion caused the confusion in the
public or not. To judge trademark
infringement was to judge misidenti-
fication. From the perspective of the
purpose of legidation, no trademark
should be revoked as long as it did
not mislead the public, as some ex-
perts noted. ( by Li Qun)

FWiLE F B

HEl, e TARE AR
NE]CRRRE /A R ) A L L
AR A RAT] (CRFRET L L2

7)) R “HERE " PRI IE R R ROV 2%
TSRS, 12 A 11 H b
o T S — R g N R B T RE R R
“HEHE " AR 2 G 2 R R ke . PR A
“HERE” KOARNTR , Bif B B B A R 28
149 e 2 ) P T AR 20 F ) S HEHE
PR

PR, AT AN FIRAK, ZE A
AEEREKAKERET#EY
2100 MEM bR, R DLRE" 720
OISR 417 A B35 “TEIE”
“HE"Z, 2004 4 PR EL A F] R E
9 € I E IS T T VR = HERE I
B bR, H g EER T
R R R RS (NP TR
TORMEFEM , B2 AFIAN, “VE=E
TR M2 1] RO IR I s ) A (UL
HARS 2SR L, F HikR=E
THEHESI, miFEAnEE T
MM, & KIERBE ST TR E
FEHEE.

EBEHEEFIAN , VB FEIERE”
RO“HERE " RRapR i A fr, B3k i
EHEHE” BAAS B Rr E ik R bR
“HERE” (E% T 5 0 B B EL B 2
AEARENZE, BE0ES
Ry B B B R AT T ME— RO R S
F C“TEIE VRN B RE , Hig
ERS R A= S T NS Y W EE SN
AR TR s br)E TR s
N ECTERE” A SR bR, Mifnx Bl
I RIF = RIE RN, IR
HIRAER IR EE N EE ., X
JG, HEA TR, B R B
k.

Hos B AR IE T O s bR A 2
G, RESFRMETTRE,
2007 47, ] B 2 L B 55 — pg b B
B b E e E ki,
SR 2009 4F, MIEIEE R NEAN—
EUNGIV- U 3T i =8 ol 1 =
P bR S “HEIE RS bria pl UL,
BEIETRERIG , &1 75T b 5 18

T PRI ER R IR AR

I A5 2 ] EEL T B R RO PR A
b, “PIEIERE"TE SRR, =
R ZE R R B 2t , % T IX R 45
RAREHFR, GBI KT H
FREO A SRR RO s B v A Rl B A
TE—EMZES, AR ZAARFRE
I, TR EIERE BRI 4 DB R
FURIE TR AR TR AR
T BT AR XA E L T RS
BE YEEIEE"4 DR E S
BRIREE, 1ZE 3R, EUAR
—ERI, RERERIARIER, R

B TR RN, REAEIETE
TRIEARLZINA BRI, ARLZ
GH, ERVFERFE, XA RUERN

P
| |

HERE s
Executive Editor [N TIEECTEE
Bl
Practice Editor
EXEE
Translator

Development of China’s Utility

State Intellectual Property Office of the P. R. China

Subject matter as patentable in
China is basicadly the same with
most of the countries. Although
countries  (regions) give different
names to utility model system, they
share the objectives of protecting
small inventions. Subject matter as
patentable in most countries is lim-
ited to inventions in shape and
structure of a product, device or
apparatus, so as to define clearly
the extent of protection for utility
model and to facilitate infringement
judgment and right utilization. Chi-
na’s utility model patent system
provides the regulations on subject
matter as patentable for the same
purpose.

Like most countries, substantive
examination is not carried out for
utility model in China. Most of the
countries adopt formal examination
system instead of substantive exami-
nation for utility model. Substantive
examination is only adopted in lim-
ited countries like Korea, Brazil and
Poland. China implements prelimi-
nary examination system which con-
tains obvious substantive defects ex-
amination plus formal defects exam-
ination and it is dricter than mere
formal examination.

Patent right evaluation report
system in China is in conformity
with that in most countries. In most
countries adopting formal examina-
tion to utility model, patentees or
other stakeholders may request the
patent authority to issue search re-
port, documentation report and etc.
China also edablished the patent

right evaluation report system as an
important supplement to the prelimi-
nary examination system.

Inventiveness standard in China
is in conformity with that in most
countries. Most of them apply a
lower inventiveness standard for u-
tility model than invention patent,
while some countries even do not
have any specific inventiveness re-
quirement. The inventiveness stan-
dard of the utility model in China
is that “---as compared with the
prior art, ---the utility model has
substantive features and progress”.
Although it is lower than that of
the invention patent, namely “---the
invention has prominent substantive
features and represents a notable
progress--- 7, it still belongs to the
common practices taken by most
countries in the world.

Avoiding repetitive patenting to
utility model in China is in confor-
mity with that in most countries.
Invention patent right and utility
model patent right are not alowed
to be granted to the same inven-
tion in most countries. China’s
patent law clearly defines that “for
any identical invention creation, on-
ly one patent right shall be grant-
ed”.

China’s novelty standard for u-
tility model is comparatively higher
than most countries. Most of the
countries adopt relative  novelty
standard for utility model while
China applies absolute novelty stan-
dard which is the same as invention
patent.

3. China’s Utility Model
Patent System Made Remarkable
Achievements

China’s utility model patent
system not only gives incentives to
the SMEs for creation but aso pro-
motes the implementation of the
patent system in China It facilitates
the circulation of patented technolo-
gy, contributes to economic develop-
ment, science and  technology
progress. At the same time, it aso
gives effective protection to foreign
patented technologies and interests
of foreign enterprises in China. The
present utility model patent system
in China matches China’s nationa
development stage.

3.1 China’s Utility Model
Patent Applications Experienced
Rapid Increase in Recent Years

In 1997, China’s utility model
patent applications surpassed 50,000,
ranking No. 1 in the world for the
first time. The utility model applica-
tions exceeded 200,000 in 2008,
300,000 in 2009, and 400,000 in
2010. In 2011, its applications
reached 585,000, which was 42.9%
increase over the previous year.

By 2000, China’s applications
for utility model patent accounted
for 42% of the world’s total. With
the sharp growth of China’s utility
model applications, it accounted for
83% of the world’s total by 2010.

In 2011, SIPO granted in tota
408,000 utility model patents, which
were 18.6% growth over the previ-
ous year. By the end of 2011, the

Model Patent System (Part 2)

valid utility model patents granted
by SIPO were 1,121,000.

Despite of the rapid growth
and the large quantity of China’s
utility model patent applications, the
per capital number of utility model
applications in China is not high.
In 2011, China’s utility model
patent applications per 10,000 per-
sons only reached 4.5, which was
much lower than that of Germany,
Japan and Korea’s historica peak.
Germany’s utility model patent ap-
plications were about 7 per 10,000
persons in the mid 1970s. Japan’s
utility model patent applications per
10,000 persons were nearly 17 in
the mid 1980s. The figure for Ko-
rea was about 14 in the mid and
late 1990s. It is estimated that in
the near future, China’s utility
model patent applications will till
keep a relatively high growth rate.

3.2 China’s Utility Model
Patents Enjoy Good Stability

According to datistics, the
Patent Reexamination Board of
SIPO received 10,044 reguests for
invalidation of utility model patents
between 2010 and 2011. In the
same time, the number of granted
utility model patents was 1,667,000.
The requests for invdidation of util-
ity model patents only took 0.60%
of the total granted utility model
patents. Among 9,532 requests for
invalidation of utility model patents
closed from 2002 to 2011, complete
invalidations and partiad invalida
tions accounted for 35.60 % and
11.80% respectively. The invalid u-

tility model patents were only
0.27% of the total granted utility
model patents in the same time pe-
riod. This showed clearly that Chi-
na’s utility model patents have
good quality and stability.

In the last ten years, the pro-
portion of the requests for invalida
tion of utility modd patents to the
granted utility model patents showed
obvious decrease. In 2002, the num-
ber of invalidation request for utility
model patents was 756, accounting
for 1.31% of the year’s granted util-
ity model patents (57,484). In 2011,
the number of invalidation requests
for utility model patents was 1,323,
accounting for only 032 % of the
year’s granted utility model patents
(408,110). The figure indicated that
the quality of China’s utility model
patents was improving and China’s
utility model patent system was op-
erating soundly.

3.3 China’s Utility Model
Patent System Effectively Protects
Foreign Patented Technologies in
China

In recent years, the amount of
foreign applications for utility model
patents in China is increasing rapid-
ly. There were 4,164 utility model
applications in 2011, which was 3.1
times of the year 2007. Those ap-
plications were from 58 countries
and regions, and the top six coun-
tries were Japan, the United States,
Germany, Korea, Switzerland and
France. Among them, the applica-
tions from Japan and the United
States made up nearly one-third and

one-fourth of the total respectively.

model patents from Japan, the Unit-
ed States, Germany, Switzerland and
France al experienced an obvious
increase, which was 167%, 20.6%,
79.6%, 136.4% and 190.2% respec-
tively comparing with the year
2010.

The top 10 applicants of foreign
applications for utility model patents
in 2011 in China were al big and
famous  multinational  enterprises,
which mainly came from the United

period of last year.

34 China’s Utility Model
Patent System Gives Incentives to
the SMEs Creation

China has a large number of
SMEs, in which many researchers
and even decison makers do not
have much knowledge of the com-
plicated patent system. The utility
model examination in China adopts
preliminary  examination  system
which smplifies the examination
procedures, shortens the examination
period and reduces the application
expenses, and thus introduces patent
system to many SMEs.

(to be continued. The Chinese
edition seen page 5 published on
December 21, 2012.)
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