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Targeted to handle IPR disputes overseas
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xpress Mobile Inc., an enterprise
Emobility solutions developer in

the U.S., recently announced the
filing of a patent infringement lawsuit
against the Alibaba Group, a Chinese
e- commerce company, in the United
States District Court for the Eastern
District of Texas, Marshall Division.
In the statement, Express Mobile ac-
cused Alibaba for infringing its patent
related to the development of web-
sites.

The case has attracted worldwide
attention. According to an inside-
watcher, the patent is probably a fun-
damental patent in platform technolo-
gy and it will probably extend to 100
more patents. “Nowadays, more and
more Chinese companies have listed
in the US, while enjoying relative ac-
commodative financial environment
in U.S., they also have to face IPR
risks.” Says this anonymous analyst.
He suggests to Chinese that extreme
thorough preparatory works should be
made before IPO. Firstly, plan ahead.
Always be ready to deal with possible
patents litigations. Secondly, face it
actively. Conduct further analysis on
the extent of protection of the patent
right and make preliminary estimation
whether or not infringement is consti-
tuted. Meanwhile, they should also
figure out what they really want.

On September 19th, 2014, Aliba-
ba’ s shares began trading on the

NYSE at an opening price of $92.70
at 11:55 am EST. Alibaba’ s market
value was measured as US $231 bil-
lion on its first trading day, and be-
came world second largest internet
company, topping Facebook.

However, Alibaba’s IPR troubles
follow up and it has to deal with fre-
quent IPR disputes since then. “Aliba-
ba’s troubles are not exception, most
of the Chinese companies listed in U.
S. have the same troubles.” Says Zhao
Chengwei, an IPR attorney from Bei-
jing- based law firm. Zhao analyzes
that there are two reasons for this.
Firstly, Chinese companies have bro-
ken the traditional pattern of U.S. mar-
ket and the patent litigations have
been regarded as important commer-
cial competitive factors and marketing
means by the rivals. Secondly, some
patent operating companies want to
obtain higher patent licensing fees by
means of patent lawsuits.

“To answer the question men-
tioned above, Chinese companies
should make thorough preparatory
works. First and most importantly, no
fear of lawsuits, hire at least one pro-
fessional lawyer team as soon as possi-
ble. Secondly, make thorough investi-
gation and analysis of the extent of
protection of the patent rights and pat-
ent right stability. If infringement is
constituted, never give up easily and
prepare for the lawsuit actively.” Says

Zhao Chengwei.

Meanwhile, He Jing, an attorney
from a law firm named Anjie, sug-
gests that in case of infringement, Chi-
nese companies should negotiate with
the plaintiff before litigation. Also,
they should strengthen communica-
tion with other defendants to share the
information and exchange coping
strategies. “Attack is the best method
of defense. Chinese companies could
also file patent cases against the ri-
vals.” Says He Jing.

To those who prepare to be listed
in U.S., Zhao suggests that two as-
pects of preparatory works should be
made. Firstly, establish corporate pat-
ent early warning mechanism. Carry
out patent retrieval in the shortest
time and set up the corresponding
countermeasures in case infringement
constituted. Secondly, Chinese compa-
nies should establish patent layout
strategy actively.

“Of course, to win the final dis-
should
strengthen R&D investment and focus

pute, Chinese companies
on technology upgrade. To avoid dis-
putes, Chinese companies can sign
patent cross- licensing agreements
with the rivals or establish joint patent
defense fund.” Says He Jing.

(by Feng Fei)
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94,501

In 2014, the courts all over
China received 95,522 intellec-
tual property civil cases, and 94,
501 cases of them were con-
cluded, respectively up 7.83%
and 7.04%.
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48.9 billion Yuan

In 2014, China secured
48.9 billion Yuan credit with
patent right pledge, up 92.5%;
secured 51.9 billion Yuan credit
with 8,721 trademark pledge;
secured 2.625 billion Yuan cred-
it with copyright pledge.
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4,859

In 2014, all the Procurator
Organs of China arrested 4,859
suspects in 2,924 intellectual
property cases. 8,834 suspects
in 5,156 intellectual property
cases were prosecuted.
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SIPO patent search and service system added seven languages versions
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ased on the Chinese and Eng-

B lish SIPO  patent

search and service system has

versions,

made a major upgrade recently, add-
ing seven other foreign language ver-
sions, namely Russian, Spanish, Por-
tuguese, Germany, Arabic, Japanese
and French, for users abroad. New
system has been in operation on
April 27th.

The patent search and service
system was successfully initiated On
April 26, 2011. This system is similar
to the digital search system of librar-
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ohn Swire & Sons Limited (here
Jin after as JSSL) in China applied

for the registration of“Taikuli San-
litun” trademark in education and
teaching services. The Trademark Re-
view and Adjudication Board (hereaf-
ter as TRAB) under State Administra-
tion for Industry and Commerce of
China recjected the application fol-
lowed by administrative stage of the
case proceedings. Recently, Beijing
No.l Intermediate People’ s Court
maintained the decision made by
TRAB.

It is told that the No. 10344459
trademark application “Taikuli Sanli-
tun” was applied by JSSL in Decem-
ber in 2011, used on specify type of
organization in the 41st classification
for performances(shows), education,
lectures, teaching and other services.

After the Trademark Office de-
cided to reject the trademark registra-
tion, JSSL applied for a review to

ies which can provide comprehensive
patent search services for users all
over the world, thus it has an intelli-
gent feature. In efforts to provide con-
venient service and favorable experi-
ence for users abroad, SIPO has re-de-
signed the UI and added seven other
foreign language versions, based on
usage habits by users from different
language zone and the languages char-
acters themselves. Users from abroad
now enjoy the same operation experi-
ence and service with the Chinese-lan-
guage users, and can update the sys-
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TRAB.

TRAB held that the applied
trademark “Taikuli Sanlitun”was a fa-
mous commercial street in Beijing,
and its use as a trademark could easi-
ly lead to confusion among the rele-
vant public, and if the text is exclu-
sively used by only one subject, it is
easy to cause adverse effects. So
TRAB decided to reject the trademark
registration application.

JSSL refused to accept the deci-
sion, and then filed the administrative
lawsuit to the Beijing No.1 Intermedi-
ate People’s Court.

The Court held that, the word in
the application for trademark “Taikuli
Sanlitun” was a commercial street in
Beijing, and had a certain reputation,
and should not be used exclusively;
the trademark application for registra-
tion specifically on the use of a orga-
nizational performances (shows), edu-
cation, lectures, teaching and other

42

tem and data timely.

Up to now, the patent search and
service system has released several
major upgrades, and has added sever-
al functions, such as one-stop search,
medicine search, structured search, da-
ta mining analysis, patent utilization
platform and multi-language etc.

(by Wu Yan)
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services, was easy to lead to the con-
fusion of relevant public on services
and its source, thus it should not be
used as a trademark; the trademark ex-
amination was for the individual case
review; the registered trademark JSSL
offered could not be the basis for oth-
er trademark registration application.
(by Zhang Ling)
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