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1. Legal bases concerning the
amendment of specification,
claims or drawings

(1) Relevant provisions in laws and
implementing regulations

Patent Act

Article 5 (Extension of time limits, etc.)
Article 17 (Amendment of proceedings)
Article 17bis (Amendment of Description,
Claim or Drawing attached to the
application)

Article 17ter (Amendment of abstract)
Article 36 (Patent applications)

Article 36bis (Patent applications)
Article 48septies (Notice of statement of
information concerning invention known
to the public through publication)

Article 50 (Notice of reasons for refusal)
Article 50bis (Notice to the effect that the
reasons for refusal stated therein are the
same as those stated in the previous
notice)

Article 53 (Dismissal of amendments)
Article 126 (Tvrial for correction)

Article 184ter (Patent application

based on international application)
Article 184quater (Translations

of an international patent application in
foreign language)

Article 184sexies (Effect, etc. of
application, description, etc. of
international application)

Article 184septies (Amendment under
Article 19 of the Treaty with regard to an
international patent application in the
Japanese language)

Article 184octies (Amendment under
Article 34 of the Treaty)

Article 184duodevicies (Special provisions
concerning amendment)

Article 184duodevicies (Provisions for
reasons for refusal, etc)

Patent Act

Article 42 (Patent application)

Article 42 ter (Patent application in foreign
language)

Article 43 (Abstract)

Article 47 (Amendment of Patent Application)
Article 51 (Rejection of Amendment)

Article 200 bis (International patent
application)

Article 201 (Translation of International patent
application)

Article 208 (Special provisions on amendment
etc.)

Enforcement Decree of the Patent Act

Article 2 (Deposit of Micro-organisms)

Article 3 (Matters to be entered in patent
specifications of inventions related to micro-
organism)

Article 4 (Apportionment of Samples of Micro-
organism)

Enforcement Rule of the Patent Act

Article 13 (Amendment etc.)

Article 21 (Patent application etc.)

Article 22 bis(Patent application with nucleotide
and/or amino acid sequence)

Article 22( Patent application with
Microorganism)

Article 37 bis(Request of reexamination)

Article 42(rejection of amendment)

Article 33 (Scope of Amendment)Article 37
(Notice of reasons for refusal)

Article 38(Refusal)Article
41(Reexamination and Trial)

Rule 6 (Extension of period)

Rule 43 (Amendment when Filing

a Division of a Patent Application)

Rule 44( Preliminary examination)

Rule 51(Dismissal of amendments)

Rule 52((Replacement sheet of amendment)
Rule 53 (Reasons for refusal)

Rule 61(Amendment for reexamination)
Rule 65(Reasons for invalidation)

Rule 68(notice during invalidation
procedure, and response thereof)

Rule 69(Amendment for invalidation)
Rule 71( Extension of period for
invalidation)

Rule 99(Fees for extension of period)
Rule 104 (Formalities for entering the
Chinese national phase)

Rule 106 (Time limit for submitting
translation of amendment)

Rule 112 (Self amendment for
International Application)

Rule 113(Correct mistakes in translation)




Regulations under the Patent Act
Article 11 (Format, etc., of

Written Amendment)

Article 11bis (Format of statement of
correction of incorrect translation)
Article 25quater (Foreign language
written application)

Article 30 (Amendment when Filing
a Division of a Patent Application)
Article 33 (Matters to be described in the
ruling dismissing an amendment)

(2) Examination guidelines, manuals,
standards, etc.

Examination Guidelines for Patent and
Utility Model

Part Il

Amendment of Description, Claims and
Drawings

Part VI

Examination Guidelines for Inventions in
Specific Fields

Part VIl

Foreign Language Application

Part IX

Procedure of Examination

Examination Guidelines

-Part IV Amendment of description, claims or
drawings

-Part V

-Part VIII

-Part IX

Examination Guidelines Part I Chapter 1 :
Preliminary examination of patent
applications for invention

Examination Guidelines Part II Chapter 2 :
Description and claims

Examination Guidelines Part II Chapter 8:
Procedure for substantive
Examination

Examination Guidelines Part III Chapter

1:

Preliminary examination of
international applications entering
the national phase and processing of
procedural matters therefore

Examination Guidelines Part III Chapter

2
Substantive examination of
international applications entering
the national phase

Examination Guidelines Part IV Chapter

2 :Examination of requests for

reexamination

Examination Guidelines Part IV Chapter

3:

Examination of requests for
invalidation

Examination Guidelines Part V Chapter 7 :
Time limit, restoration of right and
suspension of procedure

Examination Guidelines Part V Chapter

11:

Provisions on electronic application

(3) Background and purpose of the
amendment

In order to substantially secure a first-to-
file system, any amendment shall be made

The amendment system of the specification or
drawing(s) is designed to address

Where two or more applicants file
applications for patent for the identical
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“within the description, claims or drawings
originally attached to the application”.
This principle

(1) secures sufficient disclosure of the
invention as of the filing,

(2) guarantees an immediate grant of the
right,

(3) ensures fairness between an
application that sufficiently discloses the
invention as of the filing and an
application that does not sufficiently
disclose the invention as of the filing, and
(4) prevents a third party who acted based
on the scope of the invention disclosed as
of the filing from being adversely affected
unexpectedly.

(Patent Act Article 17bis (3))

(Examination Guidelines Part III. Chapter
1. Section 2)

incompleteness of a specification generated
while a patent application is hurriedly filed
under the first-to-file rule where the first person
to file a patent application for the same
invention is granted the patent right for the
invention, and to draw measures to protect the
rights of the applicant.

Where a description is amended during the
designated period or under the specified
conditions after filing the application, the
amendment shall take effect retroactively to the
original filing date.

Amendments shall be freely carried out before
the start of the examination for the smooth
progress of the examination. In the meantime, if
an amendment was made after the start of an
examination, invalidation of examination
results and examination delay would be
possible. Therefore, after an official notice of
grounds for rejection, the amendment period is
strictly limited to prevent a delay in the
examination process. Moreover, if an invention
not set forth in the original specification or
drawing(s) was added through the amendment,
the newly-added content would unfairly take
effect retroactively to the original filing date.
This is against the first-to-file rule and is likely
to do an unexpected damage to a third party,
and therefore, the scope of amendment is
strictly limited.

(Examination Guidelines Part IV, Chapter 1.
Section 2.)

invention-creation, the patent right shall be
granted to the applicant whose application
was filed first.(Article 9)

2. Overview of Amendment

(1) Main provision in the patent law and
implementing regulations

Patent Act

Article 17bis (Amendment of Description,
Claim or Drawing attached to the
application)

Article 48septies (Notice of statement of
information concerning invention known
to the public through publication)

Article 50 (Notice of reasons for refusal)
Article 53 (Dismissal of amendments)
Article 126 (Trial for correction)

Patent Act

Article 42 (Patent application)

Article 42 ter (Patent application in foreign
language)

Article 43 (Abstract)

Article 47 (Amendment of Patent Application)
Article 51 (Rejection of Amendment)

Article 200 bis (International patent
application)

Article 201 (Translation of International patent

An applicant may amend his or its
application for a patent, but the
amendment to the application for a patent
for invention may not go beyond the scope
of disclosure contained in the initial
description and claims. (Article 33)

Where the patent administration
department under the State Council, after
examination, finds that the application is
not in conformity with this Law, the
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application)
Article 208 (Special provisions on amendment
etc.)

applicant should be notified and requested
to submit, within a specified time limit, the
reply or to amend the application. If,
without any justified reason, the time limit
for making response is not met, the
application shall be deemed to have been

withdrawn.(Article 37 )

Where, after the applicant has made the
observations or amendments, the patent
administration department under the State
Council finds that the application for a
patent for invention is still not in
conformity with this Law, the application

shall be rejected. (Article 38 )

Where an applicant for patent is not
satisfied with the decision of the said
department rejecting the application, the
applicant may, within three months after
receiving the rejection, request the Patent
Reexamination Board to make a
reexamination. The Patent Reexamination
Board shall, after reexamination, make a
decision and notify the applicant for patent.
Where the applicant for patent is not
satisfied with the decision of the Patent
Reexamination Board, he may, within three
months from the date of receipt of the
notification, institute legal proceedings in
the people’s court. (Article 41)

Rule 6 :

Where a time limit prescribed in the
Patent Law or these Implementing
Regulations or specified by the patent
administration department under the State
Council is not observed by a party
concerned because of force majeure,
resulting in loss of his or its rights, he or
she may, within two months from the date
on which the impediment is removed, at
the latest within two years immediately
following the expiration of that time limit
request the patent administration
department under the State Council to
restore his or its rights.

Except for circumstances prescribed in




preceding paragraph, where a time limit
prescribed in the Patent Law or these
Implementing Regulations or specified by
the patent administration department
under the State Council is not observed by
a party concerned because of any other
justified reason, resulting in loss of his or
its rights, he or she may, within two
months from the date of receipt of a
notification from the patent administration
department under the State Council,
request the patent administration
department under the State Council to
restore his or its rights.

Where any party concerned requests to
restore his or its right according to
paragraph one or paragraph two of this
Rule, he or she shall submit a request for
restoration of his or its right, stating the
reasons, attaching, if necessary, the
relevant certifying documents, and go
through the relevant formalities which
should have been complied with before the
loss of his or its right. Where the party
concerned requests for restoration of his or
its right according to paragraph two of this
Rule, he or she shall pay the fee for request
for restoration of right.

Where the party concerned makes a
request for an extension of a time limit
specified by the patent administration
department under the State Council, he or
she shall, before the time limit expires,
state the reasons to the patent
administration department under the State
Council and go through the relevant
formalities.

The provisions of paragraphs one and
two of this Rule shall not be applicable to
the time limit referred to in Articles 24, 29,
42 and 68 of the Patent Law.

A divisional application filed in accordance
with Rule 42 shall be entitled to the filing
date and, if priority is claimed, the priority
date of the initial application, provided that
the divisional application does not go




beyond the scope of disclosure contained in
the initial application. (Rule 43.1)

When requesting substantive
examination, or within three months after
receiving the notification of the patent
administration department under the State
Council on the entry into substantive
examination, the applicant for a patent for
invention may amend the application for a
patent for invention on his or its own
initiative. (Rule 51.1)

Where the applicant amends the
application after receiving the notification
of opinions of the substantive examination
of the patent administration department
under the State Council, he or she shall
make the amendment according to the
defects indicated by the notification. (Rule
51.3)

The patent administration department
under the State Council may, on its own
initiative, correct the obvious clerical
mistakes and symbol mistakes in the
documents of application for a patent.
Where the patent administration
department under the State Council
corrects mistakes on its own initiative, it
shall notify the applicant. (Rule 51.4)
When an amendment to the description or
the claims in an application for a patent for
invention is made, a replacement sheet in
prescribed form shall be submitted, unless
the amendment concerns only the
alteration, insertion or deletion of a few
words. (Rule 52)

Rule 53:

In accordance with Article 38 of the
Patent Law, the circumstances where an
application for a patent for invention shall
be rejected by the patent administration
department under the State Council after
substantive examination are as follows:

(1) where the application falls under Article
5 or 25 of the Patent Law, or the applicant
is not entitled to a patent right in
accordance with Article 9 of the Patent




Law;

(2) where the application does not comply
with t Article 2, paragraph two, Article 20,
paragraph one, Article 22, Article 26,
paragraph three, four or five, or Article 31,
paragraph one of the Patent Law, or of
Rule 20, paragraph two of these
Implementing Regulations;

(3) where the amendment to the application
does not comply with Article 33 of the
Patent Law, or the divisional application
does not comply with Rule 43.1.

The person making the request may amend
its or his patent application at the time
when it or he requests reexamination or
makes responses to the notification of
reexamination of the Patent Reexamination
Board. However, the amendments shall be
limited only to remove the defects pointed
out in the decision of rejection of the
application or in the notification of
reexamination. (Rule 61)

Rule 65:

Anyone requesting invalidation or part
invalidation of a patent right in accordance
with Article 45 shall submit a request and
the necessary evidence in two copies. The
request for invalidation shall state in detail
the grounds for filing the request, making
reference to all the evidence as submitted,
and indicate the piece of evidence on which
each ground is based.

The grounds on which the request for
invalidation is based, referred to in the
preceding paragraph, mean that the
invention-creation for which the patent
right is granted does not comply with
Article 2, Article 20, paragraph one,

Article 22, Article 23, Article 26, paragraph
three or four, Article 27, paragraph two, or
Article 33 of the Patent Law, or of Rule 20,
paragraph two or Rule 43, paragraph one of
these Implementing Regulations; or the
invention-creation falls under Article 5 or
25 of the Patent Law; or the applicant is
not entitled to be granted the patent right




in accordance with Article 9 of the Patent
Law.
Rule 68:

The Patent Reexamination Board shall
send a copy of the request for invalidation
of the patent right and copies of the
relevant documents to the patentee and
invite it or him to present its or his
observations within a specified time limit.

The patentee and the person making
the request for invalidation shall, within
the specified time limit, make responses to
the notification concerning transmitted
documents or the notification concerning
the examination of the request for
invalidation sent by the Patent
Reexamination Board. Where no response
is made within the specified time limit, the
examination of the Patent Reexamination
Board will not be affected.

Rule 69:

In the course of the examination of the
request for invalidation, the patentee for
the patent for invention concerned may
amend its or his claims, but may not
broaden the scope of patent protection.

The patentee for the patent for
invention concerned may not amend its or
his description or drawings. The patentee
for the patent for design concerned may not
amend its or his drawings, photographs or
the brief explanation of the design.

Rule 99:

The fee for requesting restoration of
right shall be paid within the relevant time
limit prescribed in these Implementing
Regulations. If the fee is not paid or not
paid in full within the time limit, the
request shall be deemed not to have been
made.

The fee for request of extension of a
time limit shall be paid before the
expiration of the relevant time limit. If the
fee is not paid or not paid in full within the
time limit, the request shall be deemed not
to have been made.




The fee for a change in the
bibliographic data, fee for requesting for
evaluation report of patent and fee for
request of invalidation of patent right shall
be paid within one month from the date on
which such request is filed. If the fee is not
paid or not paid in full within the time
limit, the request shall be deemed not to
have been made.

Rule 104:

When the applicant goes through the
formalities for entering the Chinese
national phase in accordance with t Rule
103 of these Implementing Regulations, it
or he shall fulfill the following
requirements:

(1) submitting in Chinese a written
statement for entering the Chinese
national phase, indicating the international
application number and the type of patent
right sought;

(2) paying the filing fee and the
printing fee for the publication of the
application as provided in Rule 93,
paragraph one of these Implementing
Regulations, and where necessary, the
surcharge for the late entry as provided in
Rule 103 of these Implementing
Regulations;

(8) submitting the Chinese translation
of the description and the claims of the
initial international application where an
international application is filed in a
foreign language;

(4) indicating in the written statement
for entering the Chinese national phase the
title of the invention-creation, the name or
title of the applicant, the address of the
applicant and the name of the inventor, all
of which should be in conformity with those
recorded with the International Bureau
under the World Intellectual Property
Organization (hereafter referred to as the
International Bureau).Where the inventor
is not indicated in the international
application, the name of the inventor shall




be indicated in the said statement;

(5) where the international application
is filed in a foreign language, submitting
the Chinese translation of the abstract;
submitting a copy of the drawings and a
copy of the drawing of the abstract where
there are drawings and the drawing of the
abstract; the text matter in the drawings, if
any, shall be replaced by the corresponding
text matter in Chinese; where the
international application is filed in
Chinese, submitting a copy of the abstract
and the drawing of the abstract as
appeared in the documents of international
publication;

(6) where the applicant has gone
through the formalities of changing the
applicant before the International Bureau
in the international phase, certifying
documents shall be furnished to prove the
right of the applicant after the change to
the international application;

(7) payment of the additional fee for
application when necessary, as provided in
Rule 93, subparagraph (1) of these
Implementing regulations.

Where the requirements set forth in
subparagraphs (1) to (3), paragraph one of
this Rule are met, the patent
administration department under the State
Council shall issue the filing number,
indicate clearly the date of entry of the
international application into the Chinese
national phase (hereafter referred to as the
date of entry), and notify the applicant that
its or his international application has
entered into the Chinese national phase.

Where, after entering the Chinese
national phase, it is found that an
international application does not meet the
requirements as set forth in subparagraphs
(4) to (7), paragraph one of this Rule, the
patent administration department under
the State Council shall notify the applicant
to make rectification within the specified
time limit. If the applicant fails to do so,
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the application shall be deemed to have
been withdrawn.
Rule 106:

Where an international application
was amended in the international phase
and the applicant requests that the
examination be based on the amended
application, the Chinese translation of the
amendments shall be submitted within two
months from the date of entry. Where the
Chinese translation is not submitted
within the said time limit, the amendments
made in the international phase shall not
be taken into consideration by the patent
administration department under the State
Council.

Rule 112.2:

With regard to an international
application for a patent for invention, Rule
51.1, shall apply.

Rule 113:

Where the applicant finds that there
are mistakes in the Chinese translation of
the description, the claims or the text
matter in the drawings as filed, he or she
may correct the translation in accordance
with the international application as filed
within the following time limits:

(1) before the completion of technical
preparations for publication of an
application for a patent for invention by the
patent administration department under
the State Council;

(2) within three months from the date
of receipt of the notification sent by the
patent administration department under
the State Council, stating that the
application for a patent for invention has
entered into the substantive examination
phase.

Where the applicant intends to correct
the mistakes in the translation, he or she
shall file a written request and pay the
prescribed fee for the correction of the
translation.

Where the applicant makes correction of
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the translation in accordance with the
notification of the patent administration
department under the State Council, he or
she shall, within the specified time limit, go
through the formalities prescribed in
paragraph two of this Rule. If the
prescribed formalities are not gone through
at the expiration of the time limit, the
international application shall be deemed
to be withdrawn.

(2) Requirements for amendment

(i) Procedural Requirements

A person undertaking a procedure before
the Japan Patent Office may make
amendments only while the case is
pending.

(Patent Act Article 17 (1))

An applicant for a patent may amend the
description, claims, or drawings attached
to the application.

(Patent Act Article 17bis (1))

For any amendment of procedures, written
amendment shall be submitted in writing.
(Patent Act Article 17 (4))

Where two or more persons are jointly
undertaking a procedure, each of them
shall represent the other or others with
respect to procedures of amendments.
(Patent Act Article 14)

A person who can amend the specification or
drawing(s) shall be the applicant of the patent
application at the time of the amendment.
Where two or more applicants for the same
application are present, not all the applicants
need to undertake the amendment proceedings
but each applicant may amend the description
individually.

For the amendment of a specification claims or
drawing(s), the patent application, which is the
subject of the amendment, shall be pending
before KIPO. Therefore, if the application has
been invalidated, withdrawn, abandoned, or a
decision to reject the application has become
final and binding, the amendment shall not be
made.

The case where the application is pending before
KIPO refers to the conditions in which KIPO
can take necessary administrative actions to
grant a patent to the application (which means
the registration of establishment of a patent
right in accordance with Article 87(2) of the
Patent Act). Therefore, if the application has
been invalidated, withdrawn, abandoned,
registered for establishment of right, or a
decision to reject the patent application has
become final and binding, the application shall
not be deemed to be pending.

(Examination Guidelines Part IV, Chapter 1.
Section 3.1)

Where the patent administration
department under the State Council, after
it has made the substantive examination of
the application for a patent for invention,
finds that the application is not in
conformity with the provisions of this Law,
it shall notify the applicant and request
him or it to submit, within a specified time
limit, his or its observations or to amend
the application. If, without any justified
reason, the time limit for making response
is not met, the application shall be deemed
to have been withdrawn.

(Article 37 )

Where, after the applicant has made the
observations or amendments, the patent
administration department under the State
Council finds that the application for a
patent for invention is still not in
conformity with the provisions of this Law,
the application shall be rejected.

(Article 38 )

The patent administration department
under the State Council shall set up a
Patent Reexamination Board. Where an
applicant for patent is not satisfied with
the decision of the said department
rejecting the application, the applicant
may, within three months from the date of
receipt of the notification, request the
Patent Reexamination Board to make a
reexamination. The Patent Reexamination
Board shall, after reexamination, make a
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decision and notify the applicant for patent.
Where the applicant for patent is not
satisfied with the decision of the Patent
Reexamination Board, it or he may, within
three months from the date of receipt of the
notification, institute legal proceedings in
the people’s court.

(Article 41)

When requesting substantive
examination, or within three months after
receiving the notification of the patent
administration department under the State
Council on the entry into substantive
examination, the applicant for a patent for
invention may amend the application for a
patent for invention on his or its own
initiative. (Rule 51.1)

Where the applicant amends the
application after receiving the notification
of opinions of the substantive
examination of the patent administration
department under the State Council, he or
she shall make the amendment according
to the defects indicated by the notification.
(Rule 51.3)

The patent administration department
under the State Council may, on its own
initiative, correct the obvious clerical
mistakes and symbol mistakes in the
documents of application for a patent.
Where the patent administration
department under the State Council
corrects mistakes on its own initiative, it
shall notify the applicant.

(Rule 51.4)

When an amendment to the description or
the claims in an application for a patent for
invention is made, a replacement sheet in
prescribed form shall be submitted, unless
the amendment concerns only the
alteration, insertion or deletion of a few
words.

(Rule 52)

The person making the request may amend
its or his patent application at the time
when it or he requests reexamination or
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makes responses to the notification of
reexamination of the Patent Reexamination
Board. However, the amendments shall be
limited only to remove the defects pointed
out in the decision of rejection of the
application or in the notification of
reexamination.

The amendments to the application for
patent shall be in two copies.
(Rule 61)
The Patent Reexamination Board shall
send a copy of the request for invalidation
of the patent right and copies of the
relevant documents to the patentee and
invite it or him to present its or his
observations within a specified time limit.
The patentee and the person making the
request for invalidation shall, within the
specified time limit, make responses to the
notification concerning transmitted
documents or the notification concerning
the examination of the request for
invalidation sent by the Patent
Reexamination Board. Where no response
is made within the specified time limit, the
examination of the Patent Reexamination
Board will not be affected.
(Rule 68)

In the course of the examination of the
request for invalidation, the patentee for
the patent for invention concerned may
amend its or his claims, but may not
broaden the scope of patent protection.

The patentee for the patent for invention
concerned may not amend its or his
description or drawings.

(Rule 69)

Where an international application was
amended in the international phase and
the applicant requests that the
examination be based on the amended
application, the Chinese translation of the
amendments shall be submitted within two
months from the date of entry. Where the
Chinese translation is not submitted within
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the said time limit, the amendments made
in the international phase shall not be
taken into consideration by the patent
administration department under the State
Council.

(Rule 106)

With regard to an international application
for a patent for invention, Rule 51.1 shall
apply.

(Rule 112)

Where the applicant finds that there are
mistakes in the Chinese translation of the
description, the claims or the text matter in
the drawings as filed, he or she may correct
the translation in accordance with the
international application.

(Rule 113)

The response of the applicant may include
the arguments only, the revised application
documents (replacement sheet and/or
rectification) may be also included.
(Guidelines Part II chapter 8, Section 5.1)

The Patent Reexamination Board shall, if
need be, transfer the relevant documents to
the parties concerned. Where it is
necessary to prescribe a time limit for
submitting the response, the time limit
shall be one month. If the party fails to
make a response within the time limit, said
party shall be deemed to have been aware
of the facts, causes, and evidence contained
in the transferred documents and does not
raise any objection.

Any observations and the attachments
submitted by the parties concerned shall be
made in duplicate.

( Guidelines Part IV chapter3 section

44.1)

In the invalidation procedure, the Patent
Reexamination Board may issue
Notification of Examination on Request for
Invalidation to both parties concerned in
any of the following circumstances.

For the party to which the notification of
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examination is directed, it shall respond
within one month from the date of receiving
the notification. If no response is made
within the time limit, the party shall be
deemed to have been aware of the facts,
causes and evidence contained in the
notification and does not raise any
objection.

( Guidelines Part IV chapter3 section

4.4.3)

The amendments made under Article 19 of
the Treaty in the international phase,
referred to in the statement concerning the
basis for examination, shall have
corresponding contents in the international
publication document. The corresponding
contents of the amendments made under
Article 34 of the Treaty shall be attached to
the international preliminary report on
patentability. Where it is found that the
amendments made in the international
phase which are referred to in the
statement concerning the basis for
examination do not exist, the examiner
shall issue the Notification to Make
Rectification to notify the applicant to
correct the relevant contents in respect of
basis for examination in the entering
statement.

(Guidelines Part IIT Chapter 1 Section
3.1.6)

Where, according to the statement of the
applicant, the claims amended under
Article 19 of the Treaty are served as the
basis for examination, and the
international publication of the
amendments is in a language other than
Chinese, the applicant shall submit its
translation at the time of entering the
national phase, or at the latest within two
months from the date of entry. In
accordance with Rule 106, the amendments
of which the translation is submitted after
the said period shall not be taken into
consideration. The examiner shall issue the
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Notification of Non-consideration of the
Amendment. Where an international
publication document contains the
statement concerning amendments under
Article 19(1) of the Treaty and the
applicant requests the examiner to take the
said statement into consideration, the
applicant shall submit the translation of
the statement at the same time when the
translation of the amended claims is
furnished.

For amendments which were submitted in
the international phase but were refused by
the International Bureau for not being
inconformity with Rule 46 of the PCT
Regulations, they shall not be submitted as
amendments under Article 19 of the Treaty
at the time of entering the national phase.
For the translation of the amended
documents which are submitted after
entering the national phase, the Form to
Supplement the Translation of Amended
Document or the Amended Document shall
be attached. The applicant shall indicate in
the Form that he intends to use the
amended contents as the basis for
examination.

Where the translation of the amended
documents fails to meet the requirements,
the examiner shall issue the Notification of
Defects of the Amended Document to notify
the applicant to make rectifications. If the
applicant fails to submit the rectifications
within the specified time limit, the
examiner shall issue the Notification of
Non-consideration of the Amendment.
Where the claims amended under Article
19 of the Treaty is also used as the basis for
international preliminary examination, and
the applicant has submitted it as the
translation of the annexes of the
international preliminary report on
patentability at the time of entering the
national phase, the said translation shall
not be published in the national
publication.
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(Guidelines Part III Chapter 1 Section 4.1)
Where, according to the statement of the
applicant, the amendments made under
Article 34 of the Treaty are served as the
basis for examination, and the amendments
are made in a language other than Chinese,
the translation shall be submitted at the
time of entering the national phase, and at
the latest within two months from the date
of entry. The translation of the amended
part submitted after the said period shall
not be taken into consideration. The
examiner shall issue the Notification of
Nonconsideration of the Amendment.

For the translation of the annexes of the
international preliminary report on
patentability submitted after entering the
national phase, the Form to Supplement
the Translation of Amended Document or
the Amended Document shall be attached.
The willing to use the amendments as the
basis for examination shall be indicated in
the said Form.

Where the translation of the amended
documents fails to meet the requirements,
the examiner shall issue the Notification of
Defects of the Amended Document to notify
the applicant to make rectifications. If the
rectifications are not submitted within the
specified time limit, the examiner shall
issue the Notification of Non-consideration
of the Amendment.

(Guidelines Part III Chapter 1 Section 4.2)
According to Rule 112, the applicant may
file requests to amend the patent
application documents within the
prescribed time limit after going through
the formalities for entering the national
phase, and such amendments are called the
amendments in the national phase.

For an international application pursuing a
patent right for invention, the applicant
may amend the application documents on
his own initiative according to Rule 51.1.
When an international application enters
the national phase, if the applicant

-18-




requests definitely that the amendments
made under Article28 or 41 of the Treaty
serve as the basis of examination, the
amendments may be submitted together
with the translation of the original
application, and such amendments are
considered as the amendments submitted
on the applicant’s own initiative according
to Rule 112.

(Guidelines Part III Chapter 1 Section 5.7)

(ii) Substantive Requirements

(1)Voluntary amendment

(i)The amendment which adds new
matters shall be prohibited.
(Patent Act Article 17bis (3))

(2)Amendment in response to non-final
notice of rejection

(i)The amendment which adds new
matters shall be prohibited.

(Patent Act Article 17bis (3))

(ii)The amendment of claims which
changes a special technical feature of an
invention shall be prohibited.

(Patent Act Article 17bis (4))

(3)Amendment in response to final notice
of rejection or amendment on request for
an appeal

(i)The amendment which adds new
matters shall be prohibited.

(Patent Act Article 17bis (3))

(ii)The amendment of claims which
changes a special technical feature of an
invention shall be prohibited.

(Patent Act Article 17bis (4))

(iii)The amendment of claims  which
does not intend the followings shall be
prohibited.

(a)Deletion of the claim

(b)Restriction of the claims
(c)Correction of errors in the description
(d)Clarification of an ambiguous
description

The scope of an amendment to the specification
or drawing(s) differs depending on the
amendment periods. The addition of new matter
shall be prohibited when an amendment is
carried out within the self-amendment period
before the start of an examination or within the
period designated for submitting arguments on
a non-final notice of grounds for rejection

(Patent Act 470(@) ).

However, where an amendment is made within
the period designated for submitting arguments
on a final notice of grounds for rejection

(Patent Act 47®(i)) and where an amendment

is made upon a request for reexamination, the
scope of the amendment shall be further
restricted by only allowing the reduction of
scope of claims, etc. as well as the prohibition of
the addition of new matter to the application.

(Examination Guidelines Part IV, Chapter 1.
Section 3.2) 4102

The amendment of the application
documents shall not go beyond the scope of
disclosure contained in the initial
description and claims.

The scope of disclosure contained in the
initial description and claims includes the
contents described in the initial description
and claims, and the contents determined
directly and unambiguously according to
the contents described in the initial
description and claims, and the drawings of
the description.

The contents described in the initial
description and claims submitted by the
applicant on the date of filing shall be
taken as the basis of examining whether
the amendment is in conformity with
Article 33.

(Examination Guidelines Part II Chapter 8.
Section 5.2.1.1)
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(Patent Act Article 17bis (5))

(iv)The amendment of claims which
intends restriction of the claims and does
not satisfy requirements for independent
patentability shall be prohibited.

(Patent Act Article 17bis (6))

(3) Amendment period allowed

(i) Voluntary amendment (self-
amendment)

An applicant for a patent may amend the
description, claims, or drawings attached
to the application, before the service of the
certified copy of the examiner's decision
notifying that a patent is to be granted,
provided that the applicant has not
received a notice of reasons for refusal.,
(Patent Act Article 17bis (1))

The self-amendment period refers to the time
period before the commissioner of the Korean
Intellectual Property Office delivers a certified
copy of a decision to grant a patent during the
amendment period designated under Article
47(1) of the Patent Act, except for the period
under the subparagraphs of Article 47(1) of the
Patent Act. In such a case, the time at which the
commissioner of KIPO delivers a certified copy
of a decision to grant a patent is when an
examiner sends a certified copy of a decision of
patent. Therefore, if an applicant submits an
amendment before receiving a copy of a decision
of patent which the examiner has sent out, the
amendment shall not be recognized.

The self-amendment period refers to the time
period before an applicant receives a certified
copy of a non-final notice of grounds for rejection
which an examiner has delivered

(Examination Guidelines Part IV, Chapter 1.
Section 4.1) 4103

When requesting substantive examination,
or within three months after receiving the
notification of the patent administration
department under the State Council on the
entry into substantive examination, the
applicant for a patent for invention may
amend the application for a patent for
invention on his or its own initiative. (Rule
51.1)

Once said (rejection) decision or notification
(to grant patent right) is issued, any
observations, response or amendment from
the applicant shall be no more considered.

(Guidelines Part IT Chapter 8 Section 6)
Where an international application was
amended in the international phase and
the applicant requests that the
examination be based on the amended
application, the Chinese translation of the
amendments shall be submitted within two
months from the date of entry. Where the
Chinese translation is not submitted within
the said time limit, the amendments made
in the international phase shall not be
taken into consideration by the patent
administration department under the State
Council.

(Rule 106)

With regard to an international application
for a patent for invention, Rule 51.1 shall
apply.

(Rule 112)

Where the applicant finds that there are
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mistakes in the Chinese translation of the
description, the claims or the text matter in
the drawings as filed, he or she may correct
the translation in accordance with the
international application as filed within the
following time limits:

(1) before the completion of technical
preparations for publication of an
application for a patent for invention by the
patent administration department under
the State Council;

(2) within three months from the date of
receipt of the notification sent by the patent
administration department under the State
Council, stating that the application for a
patent for invention has entered into the
substantive examination phase.

(Rule 113)

Where the amendments in the
international phase have been referred to
in the statement concerning basis for
examination, the Chinese translation of the
amendments shall be submitted within two
months from the date of entry. If the
documents have not been submitted at the
expiration of the time limit, the
amendments indicated in the statement
shall not be taken into consideration, and
the examiner shall issue the Notification of
Non-consideration of the Amendment.
(Guidelines Part IIT Chapter 1 Section
3.1.6)

Where, according to the statement of the
applicant, the claims amended under
Article 19 of the Treaty are served as the
basis for examination, and the
international publication of the
amendments is in a language other than
Chinese, the applicant shall submit its
translation at the time of entering the
national phase, or at the latest within two
months from the date of entry. In
accordance with Rule 106, the amendments
of which the translation is submitted after
the said period shall not be taken into
consideration. The examiner shall issue the
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Notification of Non-consideration of the
Amendment. Where an international
publication document contains the
statement concerning amendments under
Article 19(1) of the Treaty and the
applicant requests the examiner to take the
said statement into consideration, the
applicant shall submit the translation of
the statement at the same time when the
translation of the amended claims is
furnished.

(Guidelines Part III Chapter 1 Section 4.1)
Where, according to the statement of the
applicant, the amendments made under
Article 34 of the Treaty are served as the
basis for examination, and the amendments
are made in a language other than Chinese,
the translation shall be submitted at the
time of entering the national phase, and at
the latest within two months from the date
of entry. The translation of the amended
part submitted after the said period shall
not be taken into consideration. The
examiner shall issue the Notification of
Non-consideration of the Amendment.
(Guidelines Part III Chapter 1 Section 4.2)
According to Rule 112, the applicant may
file requests to amend the patent
application documents within the
prescribed time limit after going through
the formalities for entering the national
phase, and such amendments are called the
amendments in the national phase.

For an international application pursuing a
patent right for invention, the applicant
may amend the application documents on
his own initiative according to Rule 51.1.
(Guidelines Part III Chapter 1 Section 5.7)
The applicant may go through the
formalities for correcting the translation
errors before the completion of technical
preparations for publication of the
application for the patent for invention by
the Patent Office.

(Guidelines Part III Chapter 1 Section 5.8)
Where the applicant finds by himself there
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are errors in the Chinese translation of the
claims, the description or the text matter of
the drawings as filed, he may request to
correct the errors within the following time
limit:

(Dbefore the completion of technical
preparations for publication of an
application for a patent for invention by the
Patent Office;

(2)within three months from the date of
receipt of the Notification of Entering the
Substantive Stage of the Application for
Invention issued by the Patent Office.
Where a divisional application is filed after
the international application has entered
the national phase, if, in the substantive
examination stage, the applicant realizes
by himself that the translation errors of the
original application result in the
translation errors of the divisional
application, the applicant may go through
the formalities of the correction of the
translation errors, and correct the
translation errors based on the
international application text submitted at
the time of filing the patent application.
(Guidelines Part III Chapter 2 Section 5.7)

(ii) Amendment in response to office
action (Period for argument submission)

The applicant who received a notice of
reasons for refusal shall submit the
amendment within the designated time
limit under the Patent Act Article
48septies or the Patent Act Article 50.
(Patent Act Article 17bis (1) ()-(ii))

In general, 60 days for domestic
applicants, and 3 months for foreign
applicants are designated by a patent
examiner.

(Formality Examination Manual 04.10)

If an applicant receives a non-final notice of
grounds for rejection under Article 63 of the
Patent Act or a notice of grounds for rejection
other than rejection grounds (a final notice of

grounds for rejection) under Article 47(1)(ii), the

applicant may submit a written amendment to
the specification, claims or drawing(s) only
within the period designated for the submission
of arguments in response to the notification of
grounds for rejection concerned.

Even where a notice of grounds for rejection (the
final notice of grounds for rejection) under
Article 47(1)(i) of the Patent Act is present, an
applicant may amend the specification, claims
or drawing(s) only within the period designated
for the submission of arguments. However, the
scope of the amendment in this period shall be

Where the patent administration
department under the State Council, after
examination, finds that the application is
not in conformity with this Law, the
applicant should be notified and requested
to submit, within a specified time limit, the
reply or to amend the application. If,
without any justified reason, the time limit
for making response is not met, the
application shall be deemed to have been
withdrawn.

(Article 37)

The examiner shall specify the time limit
for the applicant to submit the response in
the Office Action. The time limit shall be
decided by the examiner after taking the
relevant factors of the application into
consideration, including the quantity and
nature of the observations, the workload
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further limited.

(Examination Guidelines Part IV, Chapter 1.
Section 4.2)

and the degree of complexity of the possible
amendments and so on. The specified time
limit for replying the first Office Action is
four months.

(Guidelines Part IT Chapter 8 section
4.10.3)

In order to accelerate the examination
procedure, the conclusion of the
examination of the application shall be
indicated definitely in the further Office
Action. The specified time limit of the
response to the further Office Action is two
months.(Guidelines Part IT Chapter 8
section 4.11.3.2)

(iii) Request for reexamination or appeal

The applicant shall appeal against an
examiner's decision of refusal within 3
months from the decision of the refusal,
and the applicant can make an
amendment at the same time as the
request for the appeal.

(Patent Act Article 17bis (1) (v), Article
121)

An applicant shall request a reexamination
within 30 days from the receipt of a certified
copy of a decision of rejection and amend the
specification, claims or drawing(s) attached to
the application upon a request for
reexamination.

(Examination Guidelines Part IV, Chapter 1.
Section 4.3)

Where an applicant for patent is not
satisfied with the decision of the said
department rejecting the application, the
applicant may, within three months after
receiving the rejection, request the Patent
Reexamination Board to make a
reexamination. The Patent Reexamination
Board shall, after reexamination, make a
decision and notify the applicant for patent.
Where the applicant for patent is not
satisfied with the decision of the Patent
Reexamination Board, he may, within three
months from the date of receipt of the
notification, institute legal proceedings in
the people’s court.

(Article 41)

The Patent Reexamination Board shall
send a copy of the request for invalidation
of the patent right and copies of the
relevant documents to the patentee and
invite it or him to present its or his
observations within a specified time limit.
The patentee and the person making the
request for invalidation shall, within the
specified time limit, make responses to the
notification concerning transmitted
documents or the notification concerning
the examination of the request for
invalidation sent by the Patent
Reexamination Board.

(Rule 68)
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The petitioner may amend the application
at the time of submitting the request for
reexamination, responding to Notification
of Reexamination (including Notification of
Oral Proceedings for Request for
Reexamination),or appearing in oral
proceedings.

(Guidelines Part IV Chapter 2 Section 4.2)
The Patent Reexamination Board shall, if
need be, transfer the relevant documents to
the parties concerned. Where it is
necessary to prescribe a time limit for
submitting the response, the time limit
shall be one month. If the party fails to
make a response within the time limit, said
party shall be deemed to have been aware
of the facts, causes, and evidence contained
in the transferred documents and does not
raise any objection.

(Guidelines Part IV Chapter 3 Section
4.4.1)

In the invalidation procedure, the Patent
Reexamination Board may issue
Notification of Examination on Request for
Invalidation to both parties concerned in
any of the following circumstances.

For the party to which the notification of
examination is directed, it shall respond
within one month from the date of receiving
the notification. If no response is made
within the time limit, the party shall be
deemed to have been aware of the facts,
causes and evidence contained in the
notification and does not raise any
objection.

( Guidelines Part IV chapter3 section
4.4.3)

(iv) Extension of amendment period

The examiner who designated a time limit
under the Article 48septies or the Article
50 of the Patent Act may, upon request,
extend the time limit.

(Patent Act Article 5 (1))

If an applicant has a justifiable reason for
not being able to respond within the

The period designated for the submission of
arguments shall be commonly two months.
However, the period shall be extended on a
request for the extension of the designated
period by the applicant according to Article
15(2) of the Patent Act. Where the period
designated for submitting a written argument
exceeds four months, the period may or may not

Where a time limit prescribed in the Patent
Law or these Implementing Regulations or
specified by the patent administration
department under the State Council is not
observed by a party concerned because of
force majeure, resulting in loss of his or its
rights, he or she may, within two months
from the date on which the impediment is
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designated time limit, an extension of the
time limit will be granted. There are two
justifiable reasons, and they are as follows.
(1) The need to conduct experimentation to
compare the claimed invention with the
cited prior art.

(2) The need to translate the notice of the
reasons for refusal issued by the JPO and
the documents to be submitted to the JPO.

If an applicant is a resident of Japan, the
applicant who requests an extension due
to Reason (1) will be granted a one-month
extension to the designated time limit.

If an applicant is a resident abroad, the
applicant who requests an extension due
to Reason (1) or (2) will be granted an
extension to the designated time limit for
response. One written request will result
in an extension of the designated time
limit by one month and up to three written
requests may be submitted (maximum of a
three-month extension). Only one written
request may be submitted in the case of
Reason (1).

(Formality Examination Manual 04.10)

be extended based on whether an examiner
permits the period extension or not.
(Examination Guidelines Part IV, Chapter 1.
Section 4.2)

The period designated for an appeal against a
decision of rejection can be extended if the
requirements specified under Article 15(1) of the
Patent Act are fulfilled. Therefore, an applicant
shall amend the description, upon a request for
reexamination, within the extended period for
an appeal against a decision of rejection.

(Examination Guidelines Part IV, Chapter 1.
Section 4.3)

removed, at the latest within two years
immediately following the expiration of
that time limit request the patent
administration department under the State
Council to restore his or its rights.

Except for circumstances prescribed in
preceding paragraph, where a time limit
prescribed in the Patent Law or these
Implementing Regulations or specified by
the patent administration department
under the State Council is not observed by
a party concerned because of any other
justified reason, resulting in loss of his or
its rights, he or she may, within two
months from the date of receipt of a
notification from the patent administration
department under the State Council,
request the patent administration
department under the State Council to
restore his or its rights.

Where any party concerned requests to
restore his or its right according to
paragraph one or paragraph two of this
Rule, he or she shall submit a request for
restoration of his or its right, stating the
reasons, attaching, if necessary, the
relevant certifying documents, and go
through the relevant formalities which
should have been complied with before the
loss of his or its right. Where the party
concerned requests for restoration of his or
its right according to paragraph two of this
Rule, he or she shall pay the fee for request
for restoration of right.

Where the party concerned makes a
request for an extension of a time limit
specified by the patent administration
department under the State Council, he or
she shall, before the time limit expires,
state the reasons to the patent
administration department under the State
Council and go through the relevant
formalities.

The provisions of paragraphs one and two
of this Rule shall not be applicable to the
time limit referred to in Articles 24,29,42
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and 68 of the Patent Law.

(Rule 6)

In the course of the examination of a
request for invalidation, the time limit
specified by the Patent Reexamination
Board shall not be extended.

(Rule 71)

The fee for request of extension of a time
limit shall be paid before the expiration of
the relevant time limit. If the fee is not
paid or not paid in full within the time
limit, the request shall be deemed not to
have been made.

(Rule 99.2)

When termination of the procedure of an
application results from that the
application is deemed to be withdrawn
because the time limit as prescribed in the
Patent law and its Implementing
Regulations or specified by the Patent
Office is not observed due to force majeure
or any justified reason, according to Rule
6.1-6.2, the applicant may request the
Patent Office to resume the terminated
procedure for substantive examination.
Where the right is resumed, the Patent
Office shall resume the procedure for
substantive examination.

(Guidelines Part IT Chapter 8 Section 7.3)

A party concerned may request to extend a
time limit if he cannot perform or complete
a certain act or procedure within the time
limit with justified reasons. The request for
the extension of time limits shall be limited
only to the specified time limits. However,
in the procedure of invalidation, the time
limit specified by the Patent
Reexamination Board shall not be
extended.

Where the extension of time limit is
requested, the request for extension of time
limit, with the reasons explained, shall be
submitted and the fee for requesting the
extension shall be paid before the
expiration of the time limit. The fee for
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such request shall be calculated by month.
(Guidelines Part V chapter 7 section 4.1)

The request for extension of time limit shall
be examined and approved by the
department that has made the
corresponding notification or decision or the
flow management department.

Where the extension of time limit is less
than one month, it shall be calculated as
one month. The extension of time limit
shall not exceed two months. In general, a
time limit, which is specified in the same
notification or decision, may be extended
only once.

Where the request does not meet the
requirements, a Notification of Decision on
Extension of Time Limit shall be issued
and the reason for non-approval of the
request for extension of the time limit shall
be stated. Where the request meets the
requirements, a Notification of Decision on
Extension of Time Limit shall be issued
and a change shall be made to the
expiration date of the time limit in the
computer system, which means the time
limit shall be reestablished for being
monitored.

(Guidelines Part V Chapter 7 Section 4.2)

3.Scope of Amendment

(1) Original application

(i) General practice (Scope of original
application)

Any amendment of the description, claims
or drawings shall be made within the
scope of the matters described in the
description, claims or drawings originally
attached to the application

(Patent Act Article 17bis (3))

In the case of divisional/converted
applications, whether an amendment adds
new matter is decided based on the
description, etc. attached to the

The specification, claims or drawing(s)
originally attached to the patent application
shall be the subject of comparison of whether
new matter is added to the amended
specification, claims or drawing(s). In this
context, the phrase ‘originally attached to the
patent application’ refers to the submission of
the specification, claims or drawing(s) along
with the patent application by the filing date of
the application.

The description and the claims are legal
documents for setting forth an invention
and for determining the extent of protection
thereof.

The abstract is a summary of the contents
set forth in the description. It is just a sort
of technical information with no legal
effect.

The contents of the abstract do not form a
part of the initial disclosure of the
invention. Therefore, they shall not serve
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divisional/converted applications.

In the case of divisional/ converted applications,
‘matter described in the specification, claims or
drawing(s) originally attached to the patent
application’ refers to the element described in
the specification, claims or drawing(s) attached
to the divisional/converted applications on the
filing date of the divisional/converted
applications. It does not refer to matter
described in the specification, claims or
drawing(s) in the original application which
form the basis of divisional/converted
applications.

(Examination Guidelines Part IV, Chapter 2.
Section 1.1(3))

as a basis for subsequent amendments to
the description or claims, nor shall they be
used to interpret the extent of protection of
the patent right.

(Examination Guidelines Part IT Chapter 2.
Section 1 and Section 2.4)

The contents described in the initial
description and claims submitted by the
applicant on the date of filing shall be
taken as the basis of examining whether
the amendment is in conformity with
Article 33.

(Examination Guidelines Part II Chapter 8.
Section 5.2.1.1)

A divisional application filed in accordance
with Rule 42 shall be entitled to the filing
date and, if priority is claimed, the priority
date of the initial application, provided that
the divisional application does not go
beyond the scope of disclosure contained in
the initial application.(Rule 43)

(ii) PCT applications

The description of an international patent
application in the Japanese language as of
the international application date and
translations of the description of an
international patent application in the
foreign language as of the international
application date shall be deemed to be the
description submitted with the application
under the Patent Act Article 36 (2);

claims of an international patent
application in the Japanese language as of
the international application date and a
translation of the claims of an
international patent application in the
foreign language as of the international
application date shall be deemed to be the
claims submitted with the application
under the Patent Act Article 36 (2);
drawings of an international patent
application in the Japanese language as of
the international application date,
drawings of an international patent
application in the foreign language as of
the international application date (except
for the descriptive text in the drawings)

In the case of international patent applications,
‘matters described in the specification, claims or
drawing(s) originally attached to the
application’ shall be ‘matters described in the
description, claims and drawings submitted by
the international filing date.

(Patent Act Article 200 bis(2))

Where the international publication of an
international application is in a language
other than Chinese, the substantive
examination shall be conducted according
to its Chinese translation. The examiner,
generally speaking, need not check the
original one. Nevertheless, the
international application documents as
originally filed shall have legal effect and
form the basis for later amendment

For an international application, the
original description and claims indicated in
Article 33 refer to the claims, description
and drawings of the international
application as originally filed.
(Examination Guidelines Part ITII Chapter
2. Section 3.3)
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and a translation of the descriptive text in
the drawings shall be deemed to be the
drawings submitted with the application
under the Patent Act Article 36 (2); and,
the abstract of an international patent
application in the Japanese language and
a translation of the abstract of an
international patent application in the
foreign language shall be deemed to the
abstract submitted with the application
under the Patent Act Article 36 (2).
(Patent Act Article 184sexies (2))

(iii) Specifications written in foreign
languages

The contents of the application documents
in foreign language submitted by the
applicant to the Patent Office shall not be
taken as the basis to judge whether the
amendment to the application documents
meet the requirements of Article 33,
except for the originally filed text in
foreign language of an international
application entering into the national
phase.

(Examination Guidelines Part II Chapter 8.
Section 5.2.1.1)

(a) Legal status of specifications written
in foreign language

A person requesting the grant of a patent
may, in lieu of the description, claims,
drawings (if any) and abstract as provided
in the Patent Act Article 36 (2), attach to
the application a document in foreign
language as provided by Ordinance of the
Ministry of Economy, Trade and Industry,
stating matters required to be stated in
the description or the claims under the
Patent Act Article 36 (3)-(6), and drawings
(if any) which contain any descriptive text
in the said foreign language, and a
document in the said foreign language
stating matters required to be stated in
the abstract under the Patent Act Article
36 (7).

(Patent Act Article 36bis (1))

The translation of foreign language
documents shall be deemed to be the
description, claims and drawings

Applicants may write specification and
drawings (limited to the part of explanation in
drawings) not in Korean but in the language
designated by Decree of the Ministry of Trade,
Industry & Energy, if their purport is written on
the patent application when they file the patent.
(Patent Act Article 42ter(1))

Rule 3:

Any document submitted in accordance
with the provisions of the Patent Law and
these Implementing Regulations shall be in
Chinese. Some standard scientific and
technical terms can be used if there is a
prescribed one set forth by the State; where
no generally accepted Chinese
translation, a foreign name or scientific or
technical term, shall be indicated.

Where any certificate or certifying
document submitted in accordance with the
provisions of the Patent Law and these
Implementing Regulations is in a foreign
language, the patent administration
department under the State Council may,
when it deems necessary, request a
Chinese translation of the certificate or the
certifying document be submitted within a
specified time limit; where the translation
is not submitted within the specified time
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submitted with the application and the
translation of foreign language abstract
shall be deemed to be the abstract
submitted with the application.

(Patent Act Article 36bis (6))

limit, the certificate or certifying document
shall be deemed not to have been
submitted.

(b) Allowed foreign languages

Foreign language as provided by
Ordinance of the Ministry of Economy,
Trade and Industry is English for now.
(Patent Act Article 25quater)

Language which is designated by Decree of the
Ministry of Trade, Industry & Energy is
English, for now.

Any document submitted in accordance
with the provisions of the Patent Law and
these Implementing Regulations shall be in
Chinese. Some standard scientific and
technical terms can be used if there is a
prescribed one set forth by the State; where
no generally accepted Chinese translation,
a foreign name or scientific or technical
term, shall be indicated. (Rule 3)

(c) Submission of translation

The applicant with a foreign language
application shall submit Japanese
translations of the foreign language
document and of the foreign language
abstract within one year and two months
from the filing date (when claiming a
priority, from priority date) of the
application.

The translation shall be submitted by
means of a written submission of the
translation. It shall be stated in the
column of "[Confirmation]" in the written
submission of translation that the matters
described in the foreign language
document, etc. are translated into proper
Japanese without excess nor shortage.

The applicant shall submit, as a
translation, a literal translation in proper
Japanese (a word-by-word translation into
proper Japanese in accordance with the
context of the foreign language document).

Examiner’s approach to application
lacking submission of translation is as
follows

(i) Translation of "Foreign Language
Document (Except for Drawings)"

A foreign language document, except for
drawings, contains a main portion of

Korean translation should be submitted by 14
months from the filing date. As for the
applications on priority claim under the treaty
or on domestic priority claim, the publication
time shall be reckoned from either the filing
date of application in the country where the
initial application is filed or the filing date of the
earlier application (or the earliest filing date if
the application involves more than 2 priority
claims).

(Patent Act Article 42ter(2))

If, however, the request for examination is filed
by a person who is not an applicant, the
translation should be submitted by the earliest
date between three months after receipt of
notice and 14 months after the filing date..
(Patent Act Article 42ter(2))

If Korean translation is submitted within the
time limit, new Korean translation may be
submitted before the deadline is expired.
(Patent Act Article 42ter(3))

When applicants submit the Korean translation,
specification and drawings initially attached to
patent application of application in foreign
language are deemed to have been amended
according to the Korean translation. If, however,
multiple translations are submitted,
amendment with the translations submitted

Rule 3:

Any document submitted in accordance
with the provisions of the Patent Law and
these Implementing Regulations shall be in
Chinese.

Rule 104:

When the applicant goes through the
formalities for entering the Chinese
national phase in accordance with Rule 103
of these Implementing Regulations, it or he
shall fulfill the following requirements:

(3) submitting the Chinese translation of
the description and the claims of the initial
international application where an
international application is filed in a
foreign language;

(5) where the international application is
filed in a foreign language, submitting the
Chinese translation of the abstract;
submitting a copy of the drawings and a
copy of the drawing of the abstract where
there are drawings and the drawing of the
abstract; the text matter in the drawings, if
any, shall be replaced by the corresponding
text matter in Chinese; where the
international application is filed in
Chinese, submitting a copy of the abstract
and the drawing of the abstract as
appeared in the documents of international
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description of the contents of the invention
for which a patent is sought. A translation
thereof is legally regarded as the
description and later becomes a subject of
the examination and patent granting.
Because of these, lack of a translation is
equal to lack of the description attached to
the request. Therefore such foreign
language application is regarded as
withdrawn.

(i) Translation of "Drawings in which Any
Text Matter is stated in the Foreign
Language"

In the foreign language application
system, it is required to submit the entire
drawings as the translation even if no
foreign language text matter is included in
the drawings as of the filing date. If any of
the drawings are not submitted as the
translation, the missing drawings are
deemed not to have been attached to the
application although such application is
not regarded withdrawn.

It should be noted that no submission of a
translation of drawings may result in
failure to satisfy the description
requirements for the description, claims or
drawings, or the requirements for
patentability and, therefore, the correction
of mistranslation may become necessary.
(iii) Translation of Foreign Language
Abstract

Since an abstract has no influence on any
matter related to patent rights, an
application will not be deemed to have
been withdrawn even if a translation of
the foreign language abstract is not
submitted within one year and two months
after the filing date of the application.
However, the abstract is indispensable for
publication of an unexamined application.
Therefore, if a translation of the foreign
language abstract is not submitted, such
an application may be subject to an
invitation to correct or the dismissal of
procedure.

before the final Korean translation will be
deemed to be invalid.
(Patent Act Article 42ter(5))

publication;

Where the requirements set forth in
subparagraphs (1) to (3), paragraph one of
this Rule are met, the patent
administration department under the State
Council shall issue the filing number,
indicate clearly the date of entry of the
international application into the Chinese
national phase (hereafter referred to as the
date of entry), and notify the applicant that
its or his international application has
entered into the Chinese national phase.
Where, after entering the Chinese national
phase, it is found that an international
application does not meet the requirements
as set forth in subparagraphs (4) to (7),
paragraph one of this Rule, the patent
administration department under the State
Council shall notify the applicant to make
rectification within the specified time limit.
If the applicant fails to do so, the
application shall be deemed to have been
withdrawn.
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(Examination Guidelines Part VIII.
Section 1.4 (1)-(4))

(d) Correction of mistranslation

For any amendment of procedures (except
in the case of the payment of fees), written
amendment shall be submitted in writing,
except for cases provided by the Patent Act
Article 17bis (2).

(Patent Act Article 17 (4))

Where an applicant of a foreign language
written application amends the
description, claims or drawings for the
purpose of correcting an incorrect
translation, the applicant shall submit the
statement of correction of the incorrect
translation, stating the grounds thereof.
The applicant may correct the incorrect
translation within the period or at the
time when the applicant can amend the
description, claims or drawings under the
Patent Act Article 17bis (1).

(Patent Act Article 17bis (2))

Applicants may correct mistranslation of the
final Korean translation within the period of
voluntary amendment or the deadline of written
opinion about notice of ground for rejection
before the commencement of the examination.
(Patent Act Article 42ter(6))

Rule 113 :

Where the applicant finds that there
are mistakes in the Chinese translation of
the description, the claims or the text
matter in the drawings as filed, he or she
may correct the translation in accordance
with the international application as filed
within the following time limits:

(1) before the completion of technical
preparations for publication of an
application for a patent for invention by the
patent administration department under
the State Council;

(2) within three months from the date of
receipt of the notification sent by the patent
administration department under the State
Council, stating that the application for a
patent for invention has entered into the
substantive examination phase.

Where the applicant intends to correct
the mistakes in the translation, he or she
shall file a written request and pay the
prescribed fee for the correction of the
translation.

Where the applicant makes correction of
the translation in accordance with the
notification of the patent administration
department under the State Council, he or
she shall, within the specified time limit, go
through the formalities prescribed in
paragraph two of this Rule. If the
prescribed formalities are not gone through
at the expiration of the time limit, the
international application shall be deemed
to be withdrawn.

(2) Prohibition of new matter

(i) Relevant provision

Any amendment of the description, claims
or drawings shall be made within the
scope of the matters described in the
description, claims or drawings originally
attached to the application.

(Patent Act Article 17bis (3))

Article 47(2) of the Patent Act dictates that an
amendment to the specification, claims or
drawing(s) “shall be made within the scope of
matters written in the specification or
drawing(s) attached to the patent application.”
Therefore, the addition of new matter even in
the amendment under the main sentence of

The amendment of the application
documents shall not go beyond the scope of
disclosure contained in the initial
description and claims.

The scope of disclosure contained in the
initial description and claims includes the
contents described in the initial description
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Article 47(1) and Article 47(1)() shall be

prohibited. An amendment to the specification,
claims or drawing(s) within the designated
period has no limit to the scope of an
amendment except for the prohibition of the
addition of new matter.

(Examination Guidelines Part IV, Chapter 2.
Section 1.1)

and claims, and the contents determined
directly and unambiguously according to
the contents described in the initial
description and claims, and the drawings of
the description.

If, after the addition, change and/or
deletion of part of the contents of the
application, the information as seen by a
person skilled in the art is different from
those described in the initial application
and such information cannot be directly or
unambiguously derived from those
described in the initial application, such
amendment shall not be allowable.

(i) Explicit new matter

Making an amendment to not only
“matters explicitly stated in the originally
attached description, etc.” but also
“matters obvious from the statement in
the originally attached description, ete.”
that are not explicitly stated does not
introduce new technical matters and is
permitted.

(Examination Guidelines Part III. Chapter
1. Section 3. 1 (1))

‘New matter’ refers to an element which is out of
the scope of the specification or drawing(s)
attached to the patent application. In this
context, matters in the specification or
drawing(s) attached to the application
(hereinafter referred to as ‘the original
specification’) mean the elements which are
explicitly described in the specification or
drawing(s).

(Examination Guidelines Part IV, Chapter 2.
Section 1.1)

The principle is the amendment of the
application documents shall not go beyond
the scope of disclosure contained in the
initial description and claims, which is
substantially the same with “prohibition of
new matter”.

(iii) Implicit new matter

Making an amendment to not only
“matters explicitly stated in the originally
attached description, etc.” but also
“matters obvious from the statement in
the originally attached description, ete.”
that are not explicitly stated does not
introduce new technical matters and is
permitted.
(a) In order to find that amended matters
are “matters obvious from the statement
in the originally attached description,
etc.,” it is required that a person skilled in
the art evidently understands them as if
they were stated therein, in the light of the
common general knowledge.
(Examination Guidelines Part III.
Chapter 1. Section 3. 1 (1), (2))

Even if elements described in the specification
or drawing(s) are not expressly described, if it is
obvious for a person skilled in the art through
his/her assessment on the elements in the
original application, claims or drawing(s) that
the matters are written, such elements shall not
be new matter.

(Examination Guidelines Part IV, Chapter 2.
Section 1.1)

same as 3. (2) (i) Explicit new matter.

(iv) Assessment of new matter

(a) General rule

Any amendment that includes contents

The subject of assessment in addition of new

As a principle, any amendment to the
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beyond the scope of “matters stated in the
originally attached description, etc.” (the
amendment including new matter) is not
permitted. “The matters stated in the
description or drawings” mean technical
matters which a person skilled in the art
can understand, taking into account all
statements in the description or drawings.
Where an amendment does not add any
new technical matters to the technical
matter which can be understand in this
manner, the amendment can be deemed to
be made within “the scope of the matters
stated in the description or drawings.”

(Examination Guidelines Part III. Chapter
1. Section 3.)

matter shall be the amended specification,
claims or drawing(s). The addition of new
matter to any of the specification, claims or
drawing(s) shall not be accepted.

The specification, claims or drawing(s)
originally attached to the patent application
shall be the subject of comparison of whether
new matter is added to the amended
specification, claims or drawing(s).

Whether new matter is added to the amended
specification, claims or drawing(s) shall be
determined by whether elements described in
the amended specification, claims or drawing(s)
(the subject of assessment) are in the scope of
the elements described in the specification or
drawing(s) (the subject of comparison).

In this context, the phrase of ‘being in the scope
of the elements described in the specification or
drawing(s)’ does not mean being completely and
externally the same within the scope of matters
described in the specification, claims or
drawing(s) originally attached to the patent
application. Also, matters that is obvious for a
person skilled in the art based on matters
described in the specification, claims or
drawing(s) originally attached to the patent
application shall be deemed as being in the
scope of matters described in the specification or
drawing(s) .

(Examination Guidelines Part IV, Chapter 2.
Section 1.1)

description (and the drawings)and the
claims that is not in conformity with Article
33 is not allowable.

Specifically, if, after the addition, change
and/or deletion of part of the contents of the
application, the information as seen by a
person skilled in the art is different from
those described in the initial application
and such information cannot be directly or
unambiguously derived from those
described in the initial application, such
amendment shall not be allowable.

The contents of the application refer to
contents described in the initial description
(and the drawings) and claims, not
including the contents of any priority
documents.

(Examination Guidelines Part IT Chapter 8.
Section 5.2.3)

(b) Application with priority claim

A priority certificate (namely, a priority
certificate in cases of priority under the
Paris Convention or the like provided in
the Patent Act Article 43 (2) and 43bis,
and filing documents of an earlier
application in case of a domestic priority
provided in the Patent Act Article 41)
cannot be the basis for determining
whether new matter is added because the
priority certificate is not included in the
description, ete.

Since an application in the country where the
application was initially filed, which forms the
basis of the priority claim, or a prior application
shall not correspond to the specification, claims
or drawing(s) originally attached to the patent
application, such applications shall not be used
as the basis of assessment in addition of new
matter.

(Examination Guidelines Part IV, Chapter 2.
Section 1.2)

The contents of the priority documents
submitted by the applicant to the Patent
Office shall not be taken as the basis to
judge whether the amendment to the
application documents meet the
requirements of Article 33.

(Examination Guidelines Part II Chapter 8.
Section 5.2.1.1)
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(Examination Guidelines Part III. Chapter
1. Section 3. 2 (1))

(¢) Application through PCT route

(1)New matter beyond original text in the
case of a foreign language written
application and an international patent
application in the foreign language

It is prohibited to submit a translation
which includes a matter beyond the
foreign language document or beyond the
description, etc. as of the international
filing date, or to add new matter beyond
the original text to the description, claims
or drawings through subsequent
amendments. As in the case where new
matter is added to a regular Japanese
application, the existence of "new matter
beyond the original text" shall be deemed
as a reason for refusal with regard to the
foreign language written application and
the foreign language PCT patent
application (the Patent Act Article 49 (vi),
Article 184duodevicies).

(Examination Guidelines Part VIII.
Section 5.1.1)

(2) New matter beyond translation in the
case of a foreign language written
application and an international patent
application in the foreign language

In cases where a regular amendment does
not satisfy the requirements under the
Patent Act Article 17bis (3), as in the
following cases (i) or (ii), such an
amendment is deemed to add new matter
beyond translation:

(i) Cases where any statement of
correction of an incorrect translation has
not been submitted, and where a regular
amendment to the description, claims or
drawings introduces a matter which is not
disclosed in the translation considered to
be the description, claims and drawings by
virtue of the Patent Act Article 36bis (2);
or

(ii) Cases where a statement of correction

An amendment to the specification or

drawing(s) of an application through PCT route

shall be made within the scope of matters
written in the specification or drawing(s)
originally attached to the international

application, in other words, ‘matters described

in the description, claims and drawings
submitted by the international filing date.
(Patent Act Article 47(2); Article 200 bis (2))

The amendment of the application through
PCT rout shall not go beyond the scope of
disclosure contained in the claims,
description and drawings of the
international application as originally filed.
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of an incorrect translation has been
submitted, and where a later regular
amendment to the description, claims or
drawings introduces a matter which is
neither disclosed in the translation
considered to be the description, claims
and drawings by virtue of the Patent Act
Article 36bis (2) nor is disclosed in the
description, claims or drawings as
corrected by the said statement of
correction of the incorrect translation.
When a regular amendment is made to
add a new matter beyond the translation,
such an amendment constitutes a reason
for refusal (the Patent Act Article 17bis (3)
and Article 49 (1)).

The provisions concerning new matter
beyond translation do not apply to the
amendment made by a statement of
correction of an incorrect translation.

(3)Amendment in the case of an
international patent application in the
Japanese language

An amendment to the description, claims
or drawings of an international patent
application in the Japanese language shall
be made within the scope of matters
written in the description, claims or
drawings originally attached to the
international application.

(d) Matters described in abstract

Any amendment of the description, claims
or drawings shall be made within the
scope of the matters described in the
description, claims or drawings originally
attached to the application

(Patent Act Article 17bis (3))

Therefore the abstract cannot be used as a
basis when determining whether new
matter is added.

Since an abstract shall not correspond to a
specification or drawing(s), an abstract shall not
be included in the specification or drawing(s)
which forms the basis of assessment in addition
of new matter. Adding such matters disclosed
only in an abstract to a specification through
amendment shall not be allowed.

(Examination Guidelines Part II, Chapter 2,
Section 3; Part IV, Chapter 2. Section 1.2)

The abstract is a summary of the contents
set forth in the description. It is just a sort
of technical information with no legal
effect.

The contents of the abstract do not form a
part of the initial disclosure of the
invention. Therefore, they shall not serve
as a basis for subsequent amendments to
the description or claims, nor shall they be
used to interpret the extent of protection of
the patent right.

(Examination Guidelines Part II Chapter 2.
Section 1 and Section 2.4)
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(e) Amendment of abstract

An applicant for a patent may amend the
abstract attached to the application within
one year and three months (except for the
period after a request for laying open of
application is filed) from the filing date
(when claiming a priority, from priority
date) of the patent application.

.(Patent Act Article 17ter)

When an abstract is poorly written without
referring to the guideline for writing abstracts
under Annexed Form No. 16 of the Enforcement
Rules of the Patent Act, the abstract can be
subject to request for amendment under Article
46 of the Patent Act.

An applicant can amend an abstract of an
application which is pending before KIPO.
Therefore, if the application has been
invalidated, withdrawn, abandoned, or a
decision to reject the application has become
final and binding, the amendment shall not be
made.

(Examination Guidelines Part II, Chapter 2.
Section 3 ; Part IV, Chapter 1. Section 3.1)

As to the amendment of abstract it should
indicate the title of the invention and the
technical field to which the invention
pertains, clearly reflect the technical
problems to be solved, the essential
contents of the technical solution for
solving said problems; delete of the
commercial advertising; change of the
drawing of the abstract to make it best
reflect the main technical features of the
invention.

(Examination Guidelines Part II Chapter 8.
Section 5.2.2.2)

(f) Completing an incomplete invention

Since an amendment to complete an
incomplete invention includes contents
beyond the scope of “matters stated in the
originally attached description, etc.” (the
amendment includes new matter), the
amendment is not permitted.

In the case of completing an incomplete
invention, the amendment shall be deemed to
contain new matter.

(Examination Guidelines Part IV, Chapter 2.
Section 1.2)

Disallowable Additions :

i) The technical features which cannot be
directly and definitely confirmed from the
initial description (and the drawings)
and/or claims are introduced into the
claims and/or description.

ii) The information which cannot be
directly and unambiguously determined
from the initial description(and the
drawings) and/or claims is added to make
the disclosed invention clear or the claims
complete.

iii) The contents added are the technical
features relating to the parameter of size
obtained by measuring the drawings.

iv) The additional component which has not
been mentioned in the initial application
documents is introduced, which leads to
special effects which do not exist in the
initial application.

(Examination Guidelines Part II Chapter 8.
Section 5.2.3.1)

(2) Amending conflicting elements

An amendment to add matters irrelevant
to or inconsistent with matters stated in
the originally attached description, etc. is
not permitted.

If two or more kinds of inconsistent
statement are present in the description,

Where a person skilled in the art clearly
understands which of more than two contrasting
elements is right based on matters described in
the specification or drawing(s), the amendment
of writing the correct matters shall not be
deemed as addition of new matter.
(Examination Guidelines Part IV, Chapter 2.

Allowable Amendments :

The content in the part of “Contents of
Invention" which relates to the technical
solution of the invention is amended to
make it adapted to the claimed subject
matter of the independent claim. If
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etc. and it is evident to a person skilled in
the art from the statement of the
originally attached description, etc., which
of them 1is correct, an amendment to match
it with the correct statement is permitted.
Moreover, even if the statement is not in
itself unclear, an amendment to make it
clear is permitted if its inherent meaning
is evident to a person skilled in the art
from the statement of the originally
attached description, etc.

(Examination Guidelines Part III. Chapter
1. Section 5. 2 (4), (5))

Section 1.2)

amendments have been made to the
independent claim which meet the
requirements of the Patent Law and its
Implementing Regulations, the
corresponding amendments may be made
in this part. If there is no amendment of
the independent claim, such amendments
as polishing of the language,
standardization of the words and unifying
the technical terms are allowable provided
that the initial technical solution is not
changed.

(Examination Guidelines Part II Chapter 8.
Section 5.2.2.2)

(h) Disclaimer claim

“Disclaimer” refers to claims explicitly
stating exclusion of only part of matters
included in the claimed inventions from
matters stated in said claims, while
leaving the expression of the statement of
matters stated in the claims.
“Disclaimer,” which excludes matters
stated in the originally attached
description, etc. through amendment while
leaving the expression of the statement of
matters stated in claims before
amendment, is permitted if the
“disclaimer” after exclusion is included
within a scope of matters stated in the
originally attached description, etc.

The amendment to provide a “disclaimer”
in the following (i) and (ii) does not
introduce new technical matters, and the
amendment is permitted.

(i) If the claimed invention overlaps with
the prior art and is thus likely to lose
novelty, etc. (the Patent Act Article 29 (1)
(iii), Article 29bis or Article 39), making an
amendment to exclude only the overlap
while leaving the expression of the
statement of matters stated in claims
before amendment.

(ii) If the claimed invention includes the
term “human being” and thus does not
satisfy the requirement of the main
paragraph of the Patent Act Article 29 (1),

An amendment to a so-called ‘disclaimer claim’
is not mostly deemed as addition of new matter.
For example, where it is not specified whether
the claimed invention regarding medical
methods for humans or for animals, if the
invention is obviously not limited only for
particular animals, the amendment of deleting
the parts related to humans shall not be deemed
as addition of new matter.

(Example) Where ‘treatment methods for
mammals’ are amended into ‘treatment methods
for mammals except for humans’ or ‘treatment
methods for livestock’

(Examination Guidelines Part IV, Chapter 2.
Section 1.2)

If no other numerical value within the
initial numerical range of a certain
technical feature is described in the initial
description and claims, while novelty and
inventive step are prejudiced by the
contents disclosed in reference documents,
or the invention cannot be carried out when
said feature adopts certain parts of the
initial numerical range, in view of these
two situations, the applicant has to use a
specific “disclaimer" to exclude said parts
from the initial numerical range so that the
numerical range of the claimed technical
solution does not include said parts
obviously as a whole, such amendment
shall not be allowed because the
amendment has gone beyond the scope of
disclosure contained in the initial
description and claims, with the exception
that the applicant can prove, in accordance
with the contents described in the initial
application, that the invention cannot be
carried out when said feature adopts the
“disclaimed" numerical value, or the
invention possesses novelty and involves an
inventive step when said feature adopts the
numerical value after the “disclaimer". For
example, the numerical range in the
claimed technical solution is X1=600-
10000,the only difference between the
technical contents disclosed in the
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or falls under unpatentable grounds
provided Part III Amendment of
Description, Claims and Drawings in the
Patent Act Article 32, and said reason for
refusal is eliminated by exclusion of the
term “human being,” making an
amendment to exclude only the term
“human being” while leaving an expression
of the statement of matters stated in
claims before amendment.

(Examination Guidelines Part III. Chapter
1. Section 4. 2 (4))

reference documents and said technical
solution is that said numerical range in the
former is X2=240-1500.As X1 and X2
overlap partially, the claim does not
possess novelty. The applicant uses the
specific “disclaimer" to amend X1,excluding
from X1 the portion that X1 and X
2overlap, i.e.,600-1500,thus,said numerical
range of the claimed technical solution is
changed to be from X1 >1500 to X1=10000.
If the applicant can neither prove that the
inventions within the numerical range from
X1>1500 to X1=10000 involve inventive
step with reference to those within the
X2=240-1500 range described in the
reference documents based upon the
initially disclosed contents and the prior
art, nor prove that the invention cannot be
carried out when X 1 is within 600-1500,
such amendments shall not be allowed.
(Examination Guidelines Part IT Chapter 8.
Section 5.2.3.3)

(i) Changing scope of numerical
limitation

An amendment for adding numerical
limitation is permitted if the numerical
limitation is within a scope of matters
stated in the originally attached
description, etc.

If examples of 24 degrees and 25 degrees
are stated, this cannot be a direct basis for
permitting an amendment of the
numerical limitation of “24 to 25 degrees.”
However, it may be found that a specific
scope of 24 to 25 degrees was referred to in
light of the whole statement of the
originally attached description, etc. (in
cases where, for example, 24 degrees and
25 degrees are found to be stated as border
values of upper limit and lower limit, etc.
of a certain consecutive numerical range in
light of the statement of the problem,
effect, etc.). In this case, unlike cases of
absence of an example, it can be evaluated
that the numerical limitation was stated
originally, and new technical matter is not
introduced. The amendment is, therefore,

If amended matters are not obvious from the
originally attached description, etc., the
amendment shall be deemed as addition of new
matter. Such amendments are as follows:
amendment of changing the scope of numerical
limitation, amendment of changing features of
an invention into a generic concept or
subordinate concept, amendment of changing
drawing(s), amendment of adding embodiments,
or amendment of adding or changing purposes
or effects of an invention.

(Examination Guidelines Part IV, Chapter 2.
Section 1.2)

As for the amendment to the numerical
range of the claim which contains the
technical feature defined by such range, it
is allowable only when the two extreme
values of the revised numerical range are
really described in the initial description
and/or claims and the revised numerical
range is within the initial numerical range.
For example, the range of temperature in

the technical solution of the claim is 20°C-

90°C. The difference between the technical

contents disclosed in the reference
documents and this technical solution is
that the corresponding range of
temperature disclosed in the reference

documents is 0°C-100°C,and a specific

numerical value of 40°Cis also disclosed in

the reference documents. Therefore, the
examiner shall indicate in the Office Action
that said claim does not possess novelty. If

the specific numerical values of 40°C, 60°C

and 80°C in the range of 20°C-90°C are
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permitted.

Moreover, if, for example, an amendment
changes a minimum value of a numerical
range stated in claims to provide a new
numerical range, and the minimum value
of the new numerical range was stated in
the originally attached description, etc.
and the numerical range after amendment
is included in the numerical range stated
in the originally attached description, etc.
said amendment is permitted.

(Examination Guidelines Part III. Chapter
1. Section 4. 2 (3))

also mentioned in the description or claims
of the invention application, it is allowable
for the applicant to change the range of

temperature in the claim to 60°C-80°C or
60°C-90°C.

(Examination Guidelines Part IT Chapter 8.
Section 5.2.2.1)

() Changing a subordinate concept
into a generic concept in an invention

If, by amending a matter which specifies
the invention of claims to a generic concept
(including removing the matters used to
specify the invention), matters other than
those stated in the originally attached
description, etc. are added, the
amendment is not made within the scope
of matters stated in the original
description, etc. and is not permitted.

If, by changing the matters used to specify
the invention in claims adds, matters
other than those stated in the original
description, etc., are added, the
amendment is not made within the scope
of matters stated in the original
description, ete. either and is not
permitted.

An amendment which removes part of the
matters used to specify the invention in
claims and amending them and makes
them the generic concept does not
introduce new technical matters when the
amendment does not clearly add any new
technical significance. This is the case
even when the amended matter falls under
neither “matters explicitly stated in
originally attached description, etc.” nor
“matters obvious from the statement in

see above item

Disallowable changes:

(1)The technical features of the claims are
changed. Such amendment goes beyond the
scope of disclosure contained in the initial
claims and description.

[Example 2]

What is claimed in the initial claim is the
component for manufacturing rubber. It
cannot be replaced by the component for
manufacturing elastic material, unless it is
clearly indicated in the initial description.

[Example 3]

A kind of brake of bicycle is claimed in the
initial claim, and the applicant amends it
as a kind of brake of vehicle. This amended
technical solution cannot be directly
derived from the initial claims and
description. Such amendment has also gone
beyond the scope of disclosure contained in
the initial claims and description.

[Example 4]

The component or part which has specific
structure features is replaced by
“functional term+means" which cannot be
directly derived from the initial application
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the originally attached description, etc.,”
and is permitted.
(Examination Guidelines Part III. Chapter
1. Section 4. 2 (1))

documents. Such amendment has gone
beyond the scope of disclosure contained in
the initial claims and description.

(4)Certain feature described in the
description is changed to make t